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Introduction 

The goal of this study is to analyze the adoption of marketing preparatory measures 

to promote in the market the associative assimilation of an object to a trademark, as a 

strategic target – when possible – that aims the acquisition of distinctiveness as a 

tridimensional trademark. 

The presented guidelines take into account the legal requirements found in the 

opinion of jurists and court decisions for such acknowledgment and validity, according to the 

stricter criteria in Law, of the protection through tridimensional trademark.  

We considered the purpose of providing alternative means to the companies – or 

cumulative – as well as regarding the protection of an object as an industrial design. That is, we 

took into consideration the possibility to protect a tridimensional object as: 

(a) industrial design related to ornamental form 

(b) cumulative, or alternatively, as a tridimensional trademark, in what the object is an 

indicator of product origin, in other words, existing as a trademark. 
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(c) cumulative or alternatively, as a trade dress, in other words, bearing a set of features, 

including its size, shape, color, design, and texture, that enable the consumer to link 

the product to a specific origin.  

 

II. Tridimensional trademark and trade dress 

The same procedures – mutatis mutandis – are applicable to the establishing of trade 

dress, protected by the mechanisms pertaining to the regulation of unfair competition. 

The tridimensional trademark is closely alike to the so called trade dress. In our 

juridical system, however, a tridimensional trademark is characterized as subject to 

exclusiveness right, that cuts and retains the tridimensional nature of what composes the 

significant aspect of its tridimensional essence. 

The trade dress – which in our system has no exclusive protection, but solely by the 

ones of the unfair competition regulation - is not restricted to the above mentioned essence. 

On the contrary, it is made up by the totality of its significant elements and not just by the 

tridimensional essence2. 

 

III. Tridimensional trademark register without distinctiveness verification 

The following requirements to acquisition of tridimensional trademark are currently 

practiced by the Brazilian Patent Office (BR PTO). These requirements do not presume 

previous acquisition of distinctiveness.  

1. Legal requirements to register tridimensional trademarks  

 The acquisition of a trademark as a tridimensional trademark presumes a double 

series of the positive and negative requirements: 

[a]. the tridimensional article  must be able to function as a trademark 
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[b]. if it is enabled to function as a trademark, it has to comply with the general requirements 

of all other trademarks. 

After the acquisition of distinctiveness as a trademark, the following negative 

requirements shall be observed: 

1.1 Non necessary and non-associated technical effect aspect 

The tridimensional and distinctive element should not be understood as a required 

shape, common or generic and neither associated to a technical functional effect.  

Law 9.279/96, article 124, XXI, denies protection to the required shape, common or 

generic of the product or its packaging, and also denies it to the shape which cannot be 

dissociated from the technical effect3 .   

The technical effect question raises an old demand already applied to trademarks, 

i.e., that of being the distinction element and not the one relating to its functionality4. 

When the essential features of the tridimensional article are uniquely attributable to 

the intended technical result achievement, such article will not be registered as trademark, 

even if the shape can include non-essentials and distinct features5. 

Therefore, we can reach the conclusion that a tridimensional trademark, subject to 

protection in Brazil, has its sign established by: 

[a] a tridimensional shape 

[b] sufficient distinctiveness capacity 

[c] not being a third party industrial design 

[d] being dissociable from its technical function6  

It is advisable, however, to call the attention that the restriction to register a 

trademark, for which the functionality is intrinsic and inseparable from the article´s shape, is 
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an absolute restriction, regardless of the signal distinctiveness capacity. Therefore, neither the 

secondary meaning should be able to override the issue of the functionality related to the 

distinctive shape7 .   

 

1.2 Absolut distinguishability not related to the ornamental effect 

The requirement of absolute distinguishability is imposed upon the tridimensional 

trademark, which is very close to the one pertaining to the originality in industrial design.  

Nonetheless, the distinguishability does not exert on the ornamental effect (as applied to the 

designs), but on its role as indicator of the product origin. 

In the first place, an absolute distinguishability must exist: the intended symbol for a 

trademark must be identified and highlighted in a level to become effectively detached from 

what is and must remain under public domain.  

Regarding general packaging8, the distinctive feature must be the result of its original 

and new shape, be by the ensemble and/or by the accessories. However once the packaging is 

characterized by its shape, it becomes necessary that its use be new related to its introduction 

in the market. 

 

1.3 Relative distinguishability – non similarity relate to third parties trademarks 

In the second place, there must exist a relative distinguishability, meaning that there 

is the novelty on the trademark compared to the already existing trademarks:  

the trademark has to distinguish itself from other 

signs already belonging to the third parties; more 

precisely, it is the requirement that the symbol 

can be owned by the holder, without infringement 

of third parties right9. 

 

1.4 What is protected by the exclusivity 
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The subject of the protection of the register of a tridimensional trademark is [1] the 

shape of the article or [2] the shape of its packaging10. 

 

IV. Requirements for the acquisition of distinctiveness  

The international court precedents and opinion of jurists show that, contrary to the 

current BR PTO practice that, before acknowledging a tridimensional article as possible to be 

registered as trademark, such article has incorporated before the consumer market an  

indicator product origin. 

As comparable requirement – not just to the tridimensional segment, but also of the 

whole object, including non-tridimensional trademarks, etc. – the trade dress protection 

applies and there is a prognostic that the current BR PTO practices be subjected to judicial 

scrutiny11. Therefore, it is strongly advised that the strategies related to the public image 

construction of an article as an indicator of origin adopt the criteria detailed below . 

 

V. Criteria to acquire distinctiveness as an indicator of origin 

We should stress that the distinctiveness is aimed in what relates to the 

tridimensional shape of an article, therefore, it must be or should be broadly disclosed as an 

indicator of product origin, considering that the protection depends on the following 

requirements: 

 

1. Long and continuous period of use as an indicator of product origin12 

Thus, the first requirement to marketing strategy should consider the need of having 

been used in the market for a long period of time under the function of indicator of product 

origin
13. 

Every trademark should have the capacity of distinction and ability to fix in the public 

mind the association between the perception of the article and the article itself, i.e., the 

distinctiveness should be sufficiently detached of what already is under public domain.  
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Furthermore, when adopting marketing strategies to the establishment of a 

tridimensional article as an indicator of product origin, if this characterization happens in the 

public perception, then the phenomenon of acquisition of distinctiveness has taken place. 

The acquisition of distinctiveness, when sufficiently high, surpass, for instance, the 

foreseen restriction to what is considered generic or common (that prohibits the register of 

any trademark, whether tridimensional or not).  

Thus, expressions like Computer Shop, Polvillho Antisséptico, A Casa do Pão de 

Queijo
14

 and others that are common sense, may become acknowledged as susceptible to 

exclusive use as a trademark, as they have become indicator of a product origin by consumers 

and even by competitors.  

 

Such phenomenon grants to the sign a secondary meaning that attaches to the 

common use element and withdraws it from the public domain15. 

 

Therefore, the marketing strategy should be coordinated aiming to cause this 

phenomenon, when related to an article that has features, if not preponderant, that can be 

considered ordinary.  

 

As an example of this phenomenon, we present the following advertisement, which 

contributes to the establishment of the distinctiveness of an article as a trademark. 

 

Image fidelity of an article 
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Product Image 

 

In the examples above, the Coca-Cola bottle kept its shape with the same main 

features from its inaugurating shape in 1915. The article per se, including the article’s shape 

permanence, shown before as utilitarian, became an indicator of product origin.  

 

   

Bottle´s Image in advertisement, strengthening its association as an indicator of product 

origin 

 

 
                                                                Photo By Michael Jiroch 

         

         Bottle´s Image gifts 

 

          

 

 

 

 

Products Image as a stamp of other products 

 

 

 

  

 

 

 

  

 

 

 

 
 



Besides the strategic measures to the establishment of distinctiveness of an article as 

a tridimensional trademark, all of the defensive measures should be adopted as strategies as 

well, in order to avoid any tolerance that can characterize such an article as of necessary use 

(market code). 

As an example of tolerance, we present the following articles, which packing has 

become market code: 

  

 

2. Factual creation of significant goodwill  

To show that the product represents a considerable part of company´s revenue.16 

It is necessary that the company has on its accounting records the numbers 

corresponding to the revenue originated by the product, in which relevant investments have 

been made in order to reach this significant revenue.  

Below, we transcribe part of an article published by Denis Barbosa and Ana Beatriz 

Nunes Barbosa17 to better explain the importance of considering the goodwill as an acquired 

asset: 

 

“Intangibles will include the rights which have as 

objects the intangible assets destined at the 

maintenance of the company or the rights exercised 

with this purpose, including the goodwill acquired  

(article 179,VI, of the Law of Corporations, amended by 

Law 11.638, dated 2007), and these assets shall be 

evaluated by the cost of their acquisition being 

deducted the balance from the amortization (article 

183, VII, Law 6.404 as amended). 
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Also, it should be noted that these assets will be 

subject to amortization when of the loss of the capital 

used in the acquisition of industrial property rights or 

commercial rights, and any others when a limited term 

is in place, or whose object is the use of assets for a 

determined period of time or limited by a contract 

(article 183, §2º. B) of Law 6.404, amended by Law 

11.638). Such rights will be amortized in ratio with their 

term, by the linear method.” 

  

3. Acceptance by competitors 

As mentioned above, the trademark value is built through a communication effect. 

Such an effect could also result as the unmistakable acknowledgment by the competitors of its 

clear distinctiveness.    

In the Polvilho Antiséptico Granado18 case, the multinational Johnson & Johnson gave 

up using the expression “polvilho antisséptico” for recognizing that it became a part of the 

equity of Casa Granado. 

Also in the Steelbuilding.com, Inc. case, it has been evidenced by statements and e-

mails, that its competitors recognized its generic name as an indicator of product origin 19. 

 

4. Investments in acquisition of distinctiveness  

It must be evidenced that the trademark´s holder has continuously endeavored and 

invested to create – in the public perception – the possibility to associate an aticle as its 

indicator of product origin 20. 

Market research can serve as unmistakable evidence of acquisition of distinctiveness  

of an article as trademark. However the investment should be subjected to confirmation. 

 

5. Advertisement concentrating on significant aspects 

Every advertisement intended to fix the object as an indicator of origin, must avoid to 

emphasize the article’s utilitarian aspects. Likewise, the advertising setting must avoid 

                                                           
18
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presenting to the public the ornamental appearance of the article, focusing on the aspect of 

indicator of origin. In other words, one who sees the bottle twisting and bending knows that it 

is Coca- Cola and who blindfolded touches it, is able to do the same association with the 

tridimensional trademark. 

 

 6 - TRUE/FALSE Test grids proposal21  

 Summarizing the above parameters, two test grids are presented for [1] index 

verification that can indicate the article’s gain of distinctiveness as the product brand and [2] 

to attend the requirements for the protection of tridimensional trademarks. 

[1] Grid – distinctiveness gain 
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INDEXES TRUE FALSE 

Associative index                

(article singularization as an  indicator 

of  product  origin relating to the 

relevant market, whether by time of 

use, continuous use or impact 

advertising). 

 

  

Associative recognition  Index 

of the indicator of product  origin 

(brand research and assessment of 

“Top of Mind”  degree ). 

 

  

Territoriality Index  

 (presence throughout the 

national territory) 

 

  

Symbolic efficiency Index 

(acquisition of distinctiveness 

and effective separation from the 

common domain). 

  



 [2] Grid – Tridimensional trademark requirements 

 

 

 

   

 

 

 

 

 

 

 

 

 

 

 

VII – Acquisition of distinctiveness and Protection 

Considering that the purpose of this study is to subsidize marketing strategies in 

order to reach an the acknowledgment of an article distinctiveness, relating to a trademark 

signed product, including an intended protection to a tridimensional trademark, we present 

below relevant examples that were granted or not by the Patent and Trademark Brazilian 

Office.  

At the same time, we present the sum of parameters that were collected from 

administrative decisions that demonstrated the validation prospective and the tridimensional 

trademark recognition.  

Therefore, it can be concluded that: 

[a] Adoption of marketing measures that not only promote an article distinctiveness 

and its strong association to the already signed product by a given trademark, as well 

as one that legitimate its tridimensional shape protection.   

[b] Opinion of jurists and judicial decision parameters, mostly foreign, which 

recognize the tridimensional trademark validity. 

INDEXES TRUE FALSE 

 

Non necessary and  non 

associative technical effect of 

tridimensional shape  

 

Distinctive  sufficient capacity  to 

indicate product origin  

 

Sufficient distinction related to 

third party trademarks  

 

Not binding and/or  industrial 

design reproduction protected by 

third parties. 

  



[c] Comparable exercises, focused not only on the significant tridimensionality, but 

also on the product holistic expression and its underlined circumstances to the 

protection acquisition as a trade dress as well.   

 

VIII. Conclusion 

The marketing strategy for the establishment of an efficient potential distinctiveness 

to the signs – and we refer here exclusively to signs for the function of trademark – can result 

in fame attribution phenomenon over them or its generification22 when in excess.  

This distinctiveness potential has no rule that can foresee or determine it; it is a 

phenomenon that is born out of the consumer psychological perspective in relation to a 

product and its trademark. That is to say, there is an inseparable associative assimilation of a 

trademark-product or product-trademark by the manifestation result of a more sensorial and 

holistic on behalf of the consumer. This is stimulated by the juxtaposition, on the packaging of 

its colors, sayings and contents and even the product shape per se. 

It is possible, for instance, that the product association of the same genre can be 

easily done in a single article, for the later had stimulated during a period of time its identity 

fixation in the consumers mind, who recognized it as a reference to the product or because it 

had been a pioneering article in the market.  

It is noticeable as well, that the distinctiveness efficiency has been seen in an 

immediately recognized form, in any situation, without a literal trademark reading as in the 

case of starch (Maizena), M (McDonald´s) packing and of soft drinks as Coca-Cola, Guaraná, 

etc.  It can be said that all these forms of recognition and association addressed 

instantaneously to a unique product in the consumer´s mind and it is what makes it efficiently 

distinct. 

However, when dealing with the building of distinctiveness strategies, it is necessary 

to take into account what the specific law covers, and then to adopt measures on the strategy 

that favor and allow to validate the most appropriate protection on behalf of the company´s 

interests, since they can be submitted to the interests. 

The 9.279/96 law foresees the protection of inventions designs and signs, that is, 

patents, industrial designs and of trademarks. Being the later of the tridimensional type, that 

has been a demanded option, for not only it is characterized by the trademark shape in three 

dimensions, but also because it attaches such a shape in a dissociable manner to the article, 

that is desired to be distinguished as a trademark, for which, once recognized by the BR PTO, 

will have a ten year renewable validity.  

To the plastic form - the design itself – it has a protection via industrial design 

registry, which has a 25 year maximum validity. 
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 Generification = conversion into public domain of the brand that becomes a functional description or 

characteristic of a product. (i.e. Lycra, Xerox, Cellophane, Gilette among others) 



How to set apart what is to be protected as an industrial design or as a tridimensional 

trademark? 

The protection will apply, via industrial design, to the “ornamental plastic form of an 

object, or to the ornamental assemble of lines and colors that can be associated to a product, 

providing a new and original visual result and its external configuration, that can serve as 

industrial manufacture model”. 

For the tridimensional trademark, as it has been mentioned above, the protection 

regarding the three dimensional shape is characterized by the presentation of sufficient 

distinctiveness, but the protection will cover this feature as long as there is no other functional 

aspects to it.    

In other words, besides the distinctiveness requirements and in the case of industrial 

design novelty and originality, the function is the most important factor which will 

differentiate the essence of the protection and, therefore, its validity. 

Thus, it can be concluded that the marketing strategy component must consider the 

approach to underline the existing - or to be acquired - distinctiveness, and the ornamental or 

technical functionality of the article for which protection is intended under the Law 9.279/96. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 



IX. Attachments 
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